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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 2/27/04 has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 2/27/04, and has been entered and made of 
record. Currently, claims 1-16 are pending. 

Response to Arguments 

3. Applicant's arguments filed 21211 OA have been fully considered but they are not 
persuasive. 

4. In response to applicant's arguments regarding the rejection of independent claim 7, cited 
in the Office action dated 8/27/03, as being anticipated by Baran (U.S. Patent Number 
5,247,591), and as being anticipated by Ogaki et al (U.S. Patent Number 5,819,049) wherein 
applicant argues on pages 8 and 9 that Baran and Ogaki both fail to teach of recognizing an 
operation to be handled by an operation document image on a destination side and the operation 
can be started quickly and easily on the destination side, therein failing to disclose "an image 
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identifying server for identifying the species of the operation document image to retrieve the 
species stored in the operation document image to retrieve the species stored in the workflow 
control table in response to the identified species, to automatically recognize the corresponding 
destination and operation, and to transmit a recognized result with the operation document image 
to the network". First, the examiner notes that the claim does not specifically require 
"recognizing an operation to be handled by an operation document image on a destination side 
and that the operation can be started quickly and easily on the destination side, as argued by 
applicant. However, the claim does include the limitation stated above regarding the image 
identifying server, which will be addressed below separately with respect to the reference of 
Baran and the reference of Ogaki. 

5. With respect to the reference of Baran, as seen in column 3, line 67 through column 4, 
line 10, Baran teaches that a cover sheet of document 20 can include areas where the transmitting 
party can select various services or special treatment, such as "whether the fax mail being sent is 
to be private, how long it is to be retained on the system, to whom a blind copy of the message 
should be sent, to select recipient(s) of the message from a predefined distribution list, or to 
select a standard stored message that may be timely [sent] to the named recipient." This shows 
that an operation is, in fact, being recognized at the fax server. 

6. Using this, one of ordinary skill in the art can recognize that Baran teaches of an image 
identifying server (fax server 42) for identifying the species of the operation document image 
(document 20) to retrieve the species (wherein a type of form is identified in the document 20, as 
read in column 3, lines 56 through 67) stored in the workflow control table in response to the 
identified species, as read in column 5, lines 38 through 43, and column 6, lines 21 through 34, 
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and seen in steps 64 and 66 of Fig. 6. Next Baran teaches of automatically recognizing the 
corresponding destination and operation, as read in column 3, line 67 through column 4, line 10, 
and column 6, lines 21 through 54, wherein the destination is recognized, along with various 
operation, one being the selection of a standard stored message is timely sent to the named 
recipient. Finally Baran teaches of transmitting a recognized result (being a secondary cover 
sheet 44) together with the operation document image to the network (column 5, line 43 through 
column 6, line 54, wherein a cover sheet is transmitted to the recipient, along with the document 
20). 

7. Further, applicant stated on page 9 that Baran fails to teach of the limitation of dependent 
claim 8, which requires the destination terminal to automatically activate a program to perform 
the corresponding operation. Baran discloses the system discussed above in claim 5, and further 
teaches that the destination terminal automatically activates a program performing the 
corresponding operation to the recognized result when the terminal receives the operation 
document image, as read in column 8, lines 25 through 46, whereby various actions, such as 
acknowledge, save, duplicate, reply, erase, or privacy operations are sent with the message, 
wherein the destination would perform the corresponding operations based on the letter in the 
action column. 

8. Therefore, the rejections of independent claim 1, as well as independent claims 12 and 
13, as cited in the Office action dated 8/27/03, under 35 U.S.C. 102(b) being anticipated by 
Baran, are maintained and repeated in this Office action. Similarly, the rejections of dependent 
claims 2-10, and the rejection of claim 14, are also maintained and repeated in this Office action. 
Further, for the same reasons as discussed above, newly added claim 15, which is a duplicate of 
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claim 8 having all of the limitations of the base claim and the intervening claims included 
therein, can also be interpreted as being anticipated by Baran. 

9. With respect to the reference of Ogaki, the examiner notes that the image identifying 
serveris noted as the file server 2, seen in Figs. 1-3. Further, Ogaki teaches that the image 
identifying server (file server 2) identifies the species of the operation document image to 
retrieve the species stored in the workflow control table in response to the identified species, as 
read in column 4, lines 47 through 59, wherein the sheet recognizing section 12 recognizes if a 
sheet is a document circulation sheet, and seen in step SI 3 in Fig. 13, and read in column 8, lines 
45 through 61, wherein a document circulation sheet is determined using the document relating 
flag 82). Further, Ogaki teaches of automatically recognizing the corresponding destination and 
operation, seen in steps S 15 and SI 7, column 8, lines 55 through 65, and in column 7, lines 1 
through 10, wherein the option 88 includes a "selection of a reply to confirm that the document 
arrives at the destination, a confidential document, and the like", thereby being interpreted as an 
"operation". Finally, Ogaki teaches of transmitting a recognized result together with the 
operation document image to the network (seen in step S27, column 9, lines 1 1 through 30). 

10. Continuing, with respect to claim 8, Ogaki teaches that the destination terminal 
automatically activates a program performing the corresponding operation to the recognized 
result when the terminal receives the operation document image, as read in column 11, line 20 
through column 12, line 58, specifically column 12, lines 17 through 25, wherein a document 
management application is started by a terminal, therein automatically activating a program 
performing the corresponding operation. 



Application/Control Number: 09/244,419 
Art Unit: 2622 



Page 6 



11. Therefore, the rejections of independent claim 1, as well as independent claims 12 and 
13, as cited in the Office action dated 8/27/03, under 35 U.S.C. 102(e), as being anticipated by 
Ogaki, are maintained and repeated in this Office action. Similarly, the rejection of dependent 
claims 2-8 are also maintained and repeated in this Office action. Further, for the same reasons 
as discussed above, newly added claim 75, which is a duplicate of claim 8, having all of the 
limitations of the base claim and the intervening claims included therein, can also be interpreted 
as being anticipated by Ogaki. 

Claim Rejections - 35 USC § 102 

12. The following is a. quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claims 1-10, 12, 13, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Baran (U.S. Patent Number 5,247,591, cited in the Office action dated 8/27/03). 

Regarding claim 1, Baran discloses an image workflow system for use in transferring 
through a network (see abstract), an operation document image (or a work sheet image) which is 
featured by a species, a destination, and operation to be handled to the operation document image 
(document 20, which includes a cover sheet, see Figs. 1-4, column 2, line 62 through column 5, 
line 23), comprising a workflow control table which stores in advance the species, the 
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destination, and the operation assigned to each operation document image (column 4, line 66 
through column 5, line 30), and an image identifying server for identifying the species of the 
operation document image to retrieve the species stored in the workflow control table in response 
to the identified species (column 6, lines 1 through 54), to automatically recognize the 
corresponding destination and operation (column 6, lines 21 through 54), and to transmit a 
recognized result together with the operation document image to the network (column 6, lines 34 
through 54). 

Regarding claim 2, Baran discloses the system discussed above in claim 1, and further 
teaches of an input device directly coupled to the image identifying server to supply an operation 
document as the operation document image into the image identifying server (see Fig. 4, and 
column 5, lines 31 through 68). 

Regarding claim 3, Baran discloses the system discussed above in claim 1, and further 
teaches that the recognized result is transmitted to the network together with the operation 
document in the form of a packet (column 8, lines 3 through 35). 

Regarding claim 4, Baran discloses the system discussed above in claim 3, and further 
teaches of at least one terminal which includes a destination terminal as the destination and 
which is coupled to the network (see Fig. 4, and column 5, lines 6 through 23). 

Regarding claim 5, Baran discloses the system discussed above in claim 4, and further 
teaches that the operation designated by the recognized result, at the destination terminal which 
receives the operation document image (see Fig. 4, column 5, lines 6 through 23, and column 8, 
lines 3 through 56). 
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Regarding claim 6, Baran discloses the system discussed above in claim 1, and further 
teaches that the image identifying server identifies the species of the operation document image 
by using character recognition of an identification code representative of the species when the 
identification code is included in the operation document image (column 3, lines 9 through 43 , 
and column 6, lines 21 through 34). 

Regarding claim 7, Baran discloses the system discussed above in claim 1, and further 
teaches that the image identifying server identifies the species of the operation document image 
by recognizing an image pattern particular to the operation document image when an 
identification code which stands for the species is not included in the operation document image 
(column 3, lines 9 through 43, and column 6, lines 21 through 34). 

Regarding claim 8, Baran discloses the system discussed above in claim 5, and further 
teaches that the destination terminal automatically activates a program performing the 
corresponding operation to the recognized result when the terminal receives the operation 
document image (column 8, lines 25 through 46). 

Regarding claim 9, Baran discloses the system discussed above in claim 3, and further 
teaches that the image identifying server transmits the packet to a plurality of destination 
terminals simultaneously when the plurality of destination terminals are associated with the 
identified species in the workflow control table (column 5, line 6 through column 6, line 20). 

Regarding claim 10, Ogaki discloses the system discussed above in claim 3, and further 
teaches that the packet is transmitted from a first terminal to a second terminal after processing 
of the packet at the first terminal according to the destination terminals specified in the packet 
when the plurality of destination terminals are associated with the single identified species in the 
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workflow control table (column 5, line 31 through column 6, line 54, and column 8, lines 3 
through 46). 

Regarding claim 12, Baran discloses a method of managing image workflow for 
transferring, through a network (see abstract), an operation document image which is featured by 
a species, a destination, and operation to be handled to the operation document image (document 
20 which includes a cover sheet, see Figs. 1-4, column 2, line 62 through column 5, line 23), 
comprising the steps of storing in advance, the species, the destination, and the operation 
assigned to each operation document image (column 4, line 66 through column 5, line 30), and 
identifying the species of the operation document image to retrieve the stored species in response 
to the identified species (column 6, lines 1 through 54), to automatically recognize the 
corresponding destination and operation (column 6, lines 21 through 54), and to transmit a 
recognized result together with the operation document image to the network (column 6, lines 34 
through 54). 

Regarding claim 13, Baran discloses a computer readable medium which stores a 
program (column 6, line 55 through column 7, line 39) operable for managing image workflow 
for transferring, through a network (see abstract), an operation document image which is featured 
by a species, a destination, and operation to be handled to the operation document image 
(document 20 which includes a cover sheet, see Figs. 1-4, column 2, line 62 through column 5, 
line 23), comprising the steps of storing in advance, the species, the destination, and the 
operation assigned to each operation document image (column 4, line 66 through column 5, line 
30), and identifying the species of the operation document image to retrieve the stored species in 
response to the identified species (column 6, lines 1 through 54), to automatically recognize the 
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corresponding destination and operation (column 6, lines 21 through 54), and to transmit a 
recognized result together with the operation document image to the network (column 6, lines 34 
through 54). 

Regarding claim 75, Baran discloses an image workflow system for use in transferring 
through a network (see abstract), an operation document image (or a work sheet image) which is 
featured by a species, a destination, and operation to be handled to the operation document image 
(document 20 which includes a cover sheet, see Figs. 1-4, column 2, line 62 through column 5, 
line 23), comprising a workflow control table which stores in advance the species, the 
destination, and the operation assigned to each operation document image (column 4, line 66 
through column 5, line 3Q), an image identifying server for identifying the species of the 
operation document image to retrieve the species stored in the workflow control table in response 
to the identified species (column 6, lines 1 through 54), to automatically recognize the 
corresponding destination and operation (column 6, lines 21 through 54), and to transmit a 
recognized result together with the operation document image to the network (column 6, lines 34 
through 54), and at least one terminal which includes a destination terminal as the destination 
and which is coupled to the network (see Fig. 4, and column 5, lines 6 through 23), wherein the 
recognized result is transmitted to the network together with the operation document in the form 
of a packet (column 8, line 3 through column 9, line 45), wherein the operation document image 
is processed on the basis of the operation designated by the recognized result, at the destination 
terminal which receives the operation document image (see Fig. 4, column 5, lines 6 through 23, 
and column 8, lines 3 through 56), and wherein the destination terminal automatically activates a 
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program performing the corresponding operation to the recognized result when the terminal 
receives the operation document image (column 8, lines 25 through 46). 

14. Claims 1-8, 12, 13, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ogaki et al (U.S. Patent Number 5,819,040, cited in the Office action dated 8/27/03). 

Regarding claim /, Ogaki discloses an image workflow system for use in transferring 
through a network (see abstract), an operation document image (or a work sheet image) which is 
featured by a species, a destination, and operation to be handled to the operation document image 
(circulation sheet, see Fig. 4, column 5, lines 36 through 50, and steps S1-S5 in Fig. 13, column 
7, line 32 through column 8, line 41), comprising a workflow control table which stores in 
advance the species, the destination, and the operation assigned to each operation document 
image (see Fig. 10, column 6, line 37 through column 7, line 10), and an image identifying server 
for identifying the species of the operation document image to retrieve the species stored in the 
workflow control table in response to the identified species (column 4, lines 47 through 59, and 
step S13 in Fig. 13, column 8, lines 45 through 61), to automatically recognize the corresponding 
destination and operation (steps S15 and S17, column 8, lines 55 through 65), and to transmit a 
recognized result together with the operation document image to the network (step S27, column 
9, lines 1 1 through 30). 

Regarding claim 2, Ogaki discloses the system discussed above in claim 1, and further 
teaches of an input device directly coupled to the image identifying server to supply an operation 
document as the operation document image into the image identifying server (see Figs. 1-3, 1 1, 
and 12, column 4, lines 7 through 40). 
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Regarding claim J, Ogaki discloses the system discussed above in claim 1, and further 
teaches that the recognized result is transmitted to the network together with the operation 
document in the form of a packet (column 1, line 3 1 through column 2, line 64, being a single 
electronic mail, which inherently is in the form of a packet). 

Regarding claim 4, Ogaki discloses the system discussed above in claim 3, and further 
teaches of at least one terminal which includes a destination terminal as the destination and 
which is coupled to the network (see Figs. 1-3, 1 1, and 12, column 4, lines 7 through 62). 

Regarding claim 5, Ogaki discloses the system discussed above in claim 4, and further 
teaches that the operation designated by the recognized result, at the destination terminal which 
receives the operation document image (column 8, line 59 through column 9, line 30). 

Regarding claim 6, Ogaki discloses the system discussed above in claim 1, and further 
teaches that the image identifying server identifies the species of the operation document image 
by using character recognition of an identification code representative of the species when the 
identification code is included in the operation document image (column 4, line 40 through 
column 5, line 65, and column 7, line 32 through column 8, line 41). 

Regarding claim 7, Ogaki discloses the system discussed above in claim 1, and further 
teaches that the image identifying server identifies the species of the operation document image 
by recognizing an image pattern particular to the operation document image when an 
identification code which stands for the species is not included in the operation document image 
(column 4, line 40 through column 5, line 65, and column 7, line 32 through column 8, line 41). 

Regarding claim 8, Ogaki discloses the system discussed above in claim 5, and further 
teaches that the destination terminal automatically activates a program performing the 
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corresponding operation to the recognized result when the terminal receives the operation 
document image (column 1 1, line 20 through column 12, line 58). 

Regarding claim 12, Ogaki discloses a method of managing image workflow transferring, 
through a network (see abstract), an operation document image (or a work sheet image) which is 
featured by a species, a destination, and operation to be handled to the operation document image 
(circulation sheet, see Fig. 4, column 5, lines 36 through 50, and steps S1-S5 in Fig. 13, column 
7, line 32 through column 8, line 41), comprising the steps of storing in advance, the species, the 
destination, and the operation assigned to each operation document image (see Fig. 10, column 6, 
line 37 through column 7, line 10), and identifying the species of the operation document image 
to retrieve the stored species in response to the identified species (column 4, lines 47 through 59, 
and step S 13 in Fig. 13, column 8, lines 45 through 61), to automatically recognize the 
corresponding destination and operation (steps S15 and S17, column 8, lines 55 through 65), and 
to transmit a recognized result together with the operation document image to the network (step 
S27, column 9, lines 1 1 through 30). 

Regarding claim 13, Ogaki discloses a computer readable medium (control section 11) 
which stores a program (column 4, lines 28 through 46, being inherent in the server 2) operable 
for managing image workflow for transferring, through a network (see abstract), an operation 
document image (or a work sheet image) which is featured by a species, a destination, and 
operation to be handled to the operation document image (circulation sheet, see Fig. 4, column 5, 
lines 36 through 50, and steps S1-S5 in Fig. 13, column 7, line 32 through column 8, line 41), 
comprising the steps of storing in advance, the species, the destination, and the operation 
assigned to each operation document image (see Fig. 10, column 6, line 37 through column 7, 
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line 10), and identifying the species of the operation document image to retrieve the stored 
species in response to the identified species (column 4, lines 47 through 59, and step S13 in Fig. 
13, column 8, lines 45 through 61), to automatically recognize the corresponding destination and 
operation (steps S15 and S17, column 8, lines 55 through 65), and to transmit a recognized result 
together with the operation document image to the network (step S27, column 9, lines 1 1 through 
30). 

Regarding claim 75, Ogaki discloses an image workflow system for use in transferring 
through a network (see abstract), an operation document image (or a work sheet image) which is 
featured by a species, a destination, and operation to be handled to the operation document image 
(circulation sheet, see Fig. 4, column 5, lines 36 through 50, and steps S1-S5 in Fig. 13, column 
7, line 32 through column 8, line 41), comprising a workflow control table which stores in 
advance the species, the destination, and the operation assigned to each operation document 
image (see Fig. 10, column 6, line 37 through column 7, line 10), an image identifying server for 
identifying the species of the operation document image to retrieve the species stored in the 
workflow control table in response to the identified species (column 4, lines 47 through 59, and 
step S13 in Fig. 13, column 8, lines 45 through 61), to automatically recognize the corresponding 
destination and operation (steps S15 and S17, column 8, lines 55 through 65), and to transmit a 
recognized result together with the operation document image to the network (step S27, column 
9, lines 1 1 through 30), and at least one terminal which includes a destination terminal as the 
destination and which is coupled to the network (see Figs. 1-3, 1 1, and 12, column 4, lines 7 
through 62), wherein the recognized result is transmitted to the network together with the 
operation document in the form of a packet (column 1, line 3 1 through column 2, line 64, being a 
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single electronic mail, which inherently is in the form of a packet), wherein the operation 
document image is processed on the basis of the operation designated by the recognized result, 
at the destination terminal which receives the operation document image (column 8, line 59 
through column 9, line 30), and wherein the destination terminal automatically activates a 
program performing the corresponding operation to the recognized result when the terminal 
receives the operation document image (column 11, line 20 through column 12, line 58). 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such ttiat the subject matter&s a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

16. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Baran (U.S. 
Patent Number 5,247,591, cited in the Office action dated 8/27/03) in view of Geshwind (WIPO 
Publication Number WO 96/41463, cited in the Office action dated 8/27/03). 

Regarding claim 14, Baran discloses the system discussed above in claim 1, but fails to 
expressly disclose if the destination is an IP address. 

Geshwind discloses an image workflow system for use in transferring through a network 
(see abstract), an operation document image (or a work sheet image) which is featured by a 
species, a destination, and operation to be handled to the operation document image (cover sheet, 
see Fig. 1, page 4, line 30 through page 6, line 36). Further, Geshwind teaches that the 
destination is an IP address (see abstract, and page 6, line 13 through page 7, line 16). 
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Baran & Geshwind are combinable because they are from the same field of endeavor, 
each capable of transmitting facsimile messages as electronic mail. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to combine the teachings of Geshwind to the system of Baran. 

.. The suggestion/motivation for doing so would have been that Baran's system, which uses 
facsimile machines, would become usable with the Internet, thereby allowing facsimile machines 
to communicate with a large number of computers without requiring direct connections to each, 
as recognized by Geshwind (being read on pages 1 and 2). 

Therefore, it would have been obvious to combine Geshwind's teachings with Baran's 
system to obtain the invention as specified in claim 14. 
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Allowable Subject Matter 

1 7. Claim 1 1 is allowed. 

18. Claim 16 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

19. The following is a statement of reasons for the indication of allowable subject matter: 
Regarding claims 11 and 16, in the examiner's opinion, it would not have been obvious 

to have the system, as claimed, include the feature of "the image identifying server observes 
efficiency of a plurality of terminals and selects one of the terminals which have the lowest 
efficiency as the destination terminal when the plurality of terminals are associated with the 

single identification species in the workflow control table." 

> f 

Citation of Pertinent Prior Art 

20. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

Yamamuro etal. (U.S. Patent Number 5,973,791) discloses a system that transmits 
facsimile data along with an attached cover page; and 

Cooper et al. (U.S. Patent Number 5,465,167) discloses a system that utilizes a marked 
form to transmit a message. 
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Conclusion 

2 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Joseph R. Pokrzywa 
Examiner 
Art Unit 2622 
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